ApplnNo. 10/688,406 
Amendment dated November 25, 2010 
Reply to Office Action of August 25, 2010 
Docket No. BOC9-2003-0034 (403) 

REMARKS/ARGUMENTS 

These remarks are made in response to the Office Action of August 25, 2010 
(Office Action). As this response is filed within the three-month statutory period, no fee 
is believed due. However, the Examiner is expressly authorized to charge any 
deficiencies to Deposit Account No. 14-1437. 

Claim Rejections - 35 USC S 112 

Claims 8 and 9 were rejected under 35 U.S.C. § 112, second paragraph, as being 
indefinite. Specifically, it was asserted that the trademark/trade name Microsoft^'^ and 
Microsoft Configuration Utility™ is used to identify/describe system services and a 
configuration utility and, accordingly, the identification/description is indefinite. 

Although Applicant disagrees. Claims 8-9 have been cancelled to facilitate 
prosecution of the instant application. 

Claim Rejections - 35 USC SS 102 & 103 

Claims 1, 4, 6-8, 10, and 27-28 were rejected under 35 U.S.C. § 102(e) as being 
anticipated by U.S. Published Patent Application 2005/0065935 to Chebolu, et al. 
(hereinafter Chebolu). Claim 9 was rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Chebolu with reference to Background section of present invention. 

Applicant respectfully disagrees with the rejections and thus has not amended the 
claims to overcome the art rejections. 

Applicant' Invention Predates Chebolu 

Applicant submits that Chebolu is not available as a prior art reference because 

Applicant's invention predates the September 16, 2003 filing date of provisional 
application Serial No. 60/503,333, of which the Chebolu application claims priority. 
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Applicant conceived of his invention at least as early as January 29, 2003, and 
actively pursued its reduction to practice from a date prior to the effective date September 
16, 2003 of Chebolu. In support of this assertion. Applicant submits the Declaration 
attached hereto. The Declaration provides sworn testimony of Applicant's conception at 
least as early as January 29, 2003 and continuing diligence from a time prior to the 
effective date September 16, 2003 of Chebolu to the filing of the instant Application on 
October 17, 2003. 

Along with the Declaration, Applicant also submits herewith a copy of 
Confidential Invention Disclosure No. BOC8-2003-0020 (Exhibit "A"), entitled 
"Customized Microsoft Service Control GUI" (hereinafter Invention Disclosure). The 
Invention Disclosure was written on January 29, 2003 and was submitted on January 3 1 , 
2003 by Applicant to an intellectual property (IP) professional employed by the assignee 
of Applicant's invention. International Business Machines Corporation (hereinafter 
IBM). 

The Invention Disclosure explicitly describes Applicant's invention. The written 
description provided in the Invention Disclosure is clear evidence of Applicant's 
conception of the claimed subject matter at least as early as January 29, 2003. 

The Invention Disclosure is an IBM confidential disclosure form. It is a 
standardized document that, according to estabhshed IBM procedures, is used by IBM 
inventors to document the conception of an invention. Strictly-followed internal 
procedures established by IBM govern the use of all such confidential disclosure forms. 
One aspect of IBM's established procedures governing the use of such confidential 
disclosure forms is that no substantive modifications can be made to a confidential 
disclosure after it has been submitted to an IBM Attorney/IP Professional. 

The written description, drawings, and each of the claims of the Application were 
prepared based upon the Applicant's attached Disclosure. Moreover, according to IBM's 
established procedures governing the use of such disclosures, the Applicant reviewed the 
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Application prior to its submission to the U.S. Patent and Trademark Office in order to 
ensure that the claims and written description contained therein were fiilly supported by 
the Invention Disclosure. 

Applicant notes that Applicant does not have to prove diligence fi-om the writing 
and submission of the Invention Disclosure to the filing date of the instant application - 
Applicant must only demonstrate diligence from a time just prior to the effective date of 
Chebolu or September 16, 2003. Applicant submits that Applicant clearly exercised due 
diligence from prior to the effective date September 16, 2003 of Chebolu to the date 
October 17, 2003 that the instant Application was filed. As expressly affirmed in the 
Declaration, Applicant from conception through the filing of the Application, worked 
diligently toward a constructive reduction to practice of the invention, first with IBM's 
own in-house IP professionals, and then with outside counsel retained by IBM to prepare 
and file the Application. 

In further support of Applicant's assertion of diligence, Applicant also submits 
herewith the following documents: 

(1) Exhibit "B" - a patentability search report dated March 22, 2003; 

(2) Exhibit "C" - an email letter dated April 11, 2003 from inventor Keith Thuerk, 
commenting on documents found as a result of the patentability search; 

(3) Exhibit "D" - a letter from IBM instructing outside counsel to prepare the 
Application based on the Invention Disclosure, dated April 15, 2003; 

(4) Exhibit "E" - a letter from outside counsel confirming receipt of instructions, 
dated April 17, 2003; 

(5) Exhibit "F" - an email letter from outside counsel enclosing the initial draft 
Application for inventor's review, dated October 14, 2003; 

(6) Exhibit "G" - an email letter from Inventor Keith Thuerk commenting on the 
draft Application, dated October 15, 2003; 
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(7) Exhibit "H" - an email letter from outside counsel enclosing the final draft 
Application together with Declaration and Assignment for the inventor to sign, 
dated October 16, 2003; 

(8) Exhibit "I" - a letter from outside counsel informing IBM the filing of the 
Application, dated October 17, 2003. 

Outside counsel prepared the Application from the date that counsel received 
instructions from its client IBM on April 15, 2003, to October 14, 2003 when a first draft 
of the application was forwarded to the inventor for review. This time period is not 
unreasonable and denotes reasonable diligence. The preparation of the instant application 
was consistent with long-established professional practices, according to which cases are 
prepared on a first-in, first-out basis unless a particular application is associated with a 
bar date; those applications associated with bar dates are granted priority within the work 
queue. Outside counsel followed this professionally-accepted practice in preparing the 
Application in this case. Applicants diligently cooperated with outside counsel to prepare 
the Application, promptly responding to requests for review of the Application and 
requests for providing documents. 

Accordingly, in view of the sworn testimony provided and the supporting 
documents included herewith, Applicant respectfully submits that Applicant's invention 
predate the effective date of Chebolu. Applicant therefore respectfully requests 
withdrawal of Chebolu as a reference. 

Provisional Application 60/503,333 Does Not Disclose Claimed Subject Matter 
Additionally, the subject matter of the claims which Chebolu is relied upon as 
disclosing, is not present in the provisional application, (copy attached), and therefore 
the Chebolu reference is entitled only to the actual filing date of December 19, 2003, 
which is later than the filing date of the present application. Consequently, Chebolu is 
not prior art against the present application. 
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Specifically, the Office action relies on paragraphs 0084 and 0091 of the Chebolu 
reference in rejecting claim 1. Paragraph 0084 relates to Fig. 13 of Chebolu. However, 
Provisional Application Serial No. 60/503,333 does not disclose Fig. 13 or any discussion 
of Fig. 13. Paragraph 0091 relates to Fig. 15 of Chebolu. However, Provisional 
Application Serial No. 60/503,333 does not disclose Fig. 15 or any discussion of Fig. 15. 

Because the disclosure of the Chebolu published application relied upon in the 
Office action to reject the claims is not present in the provisional application from which 
the Chebolu application claims priority, the Chebolu published application is not entitled 
to the filing date of the provisional application for disclosure of such subject matter. 
Accordingly, this ground of rejection must be withdrawn. 

The Claims Define Over Chebolu 

As discussed above, Chebolu is not available as a prior art reference. Even 
assuming that Chebolu is a prior art reference, Applicant believes that the present 
invention defines over Chebolu as discussed below. 

One embodiment of the invention is a computer-implemented method for 
customizing a display of system services within an administrative interface. The method 
can include categorizing the system services into functional categories based on functions 
of the system services; and establishing a plurality of system service profiles based on 
functional roles of users. The system services are software programs that constantly run 
in the background of an operating system that perform actions for the operating system. 
Each system service profile represents a customized subset of the system services. The 
method also can include detecting a request for the presentation of system services from a 
user; ascertaining an identity of the user and at least one functional role associated with 
the user; determining at least one of the system service profiles corresponding to the at 
least one functional role of the user; determining at least one system service to be 
displayed in accordance with the at least one determined system service profile; and 
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displaying the determined at least one system service within the administrative interface 
in a manner that the determined at least one system service is navigable based on the 
functional categories of the determined at least one system service, the at least one 
determined system service profile corresponding to the user, and computing devices 
providing the determined at least one system service. See, e.g.. Specification, paragraphs 
[0002] & [0028] to [0034]; see also Figs. 2-4. 

Chebolu discloses a method for controlling computer access to Internet content, 
comprising: creating at least one user profile restricting access to at least one content 
category of Internet sites for at least one respective user; storing the at least one user 
profile on a computer; identifying a current user of the computer; receiving a request 
from the current user to access an Internet site; obtaining a content category rating for the 
Internet site that was requested by the current user; checking the user profile of the 
current user to determine if the current user is authorized to access the content category 
rating; and denying access to the Internet site if the current user is not authorized to 
access the content category rating. 

Clearly, the subject matter of Chebolu, which concerns controlling access to 
Internet content, is totally different from the subject matter of the present invention, 
which concerns customizing a display of system services within an administrative 
interface. It is noted that in Chebolu the access control unit controls access to Internet 
content and applications, which are not system services in the sense of the present 
invention. In the present invention, the system services are software programs that 
constantly run in the background of an operating system that perform actions for the 
operating system. In contrast, the Internet content and applications are not software 
programs that constantly run in the background of an operating system that perform 
actions for the operating system. 

Further, Chebolu at least does not disclose displaying the determined at least one 
system service within the administrative interface in a manner that the determined at least 
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one system service is navigable based on the functional categories of the determined at 
least one system service, the at least one determined system service profile corresponding 
to the user, and computing devices providing the determined at least one system service 
as recited in independent Claims 1 and 27-28. Paragraph [0057] of Chebolu describes 
that if the current user is authorized to access the particular computer application, the 
access control unit 155 processes (260) the command to launch the particular computer 
application; and if the current user is not authorized to access the particular computer 
application, the command to launch the computer application is not processed (270) by 
the access control unit, and the current user is denied access to the particular computer 
application. Therefore, in Chebolu a user is either authorized or denied to access a 
particular computer application and if the user is authorized, the particular computer 
application will be launched. It is not clear how this has anything to do with displaying 
the determined system services in a manner that the system services are navigable based 
on the functional categories of the system services, the service profiles, and computing 
devices providing the system services . 

Accordingly, Chebolu fails to disclose or suggest each and every element of 
Claims 1 and 27-28. Applicants therefore respectfully submit that Claims 1 and 27-28 
define over Chebolu. Furthermore, as each of the remaining claims depends from Claim 
1 while reciting additional features, Applicants further respectfully submit that the 
remaining claims likewise define over Chebolu. 

Applicants thus respectfully request that the claim rejections under 35 U.S.C. §§ 
102 & 103 be withdrawn. 

CONCLUSION 

Applicant believes that this application is now in full condition for allowance, 
which action is respectfully requested. Applicant requests that the Examiner call the 
undersigned if clarification is needed on any matter within this Amendment, or if the 
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Examiner believes a telephone interview would expedite the prosecution of the subject 
application to completion. 



Respectfully submitted, 
A^incent M DeLuca/ 

Date: November 25.2010 

Gregory A. Nelson, Registration No. 30,577 

Vincent M DeLuca, Registration No. 32,408 

NOVAK DRUCE & QUIGG LLP 

Customer No. 40987 

525 Okeechobee Boulevard, 15* Floor 

West Palm Beach, FL 33401 

Telephone: (561) 847-7800 
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